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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
08/04/2009 has been entered. 

Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

3. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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4. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

5. Claims 1-4, 6-8 and 10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Maguire et al. (US 5,913,854) in view of Desinger (US 6,723,094). 

Regarding claim 1, 6 and 10, Maguire et al. disclose a surgical probe (Fig. 1, 
#2) comprising a handle (Fig. 1 , #4) and a shaft (Fig. 1 , #6) which is connected to the 
handle (column 3, lines 43-44) and has two axially mutually spaced electrodes (one or 
more electrodes along the shaft, column 1, lines 33-34), of which an electrode nearer 
the handle forms a proximal electrode and the other electrode which is far from the 
handle forms a distal electrode (Fig. 1 , #1 8, shows an electrode nearer to the handle 
than the adjacent distal electrode), wherein the electrodes respectively form an outside 
surface of the shaft (electrodes on the outside surface of the shaft, Fig. 1 , #18) and are 
separated from each other by an insulator (alternating electrodes and polymer sections, 
column 4, lines 3-5), wherein the outside diameter of the two electrodes and the outside 
diameter of the insulator are approximately equal (approximately equal outside 
diameters of adjacent electrode and polymer sections, Fig. 2, #18 and #24) and wherein 
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the shaft has a fluid passage for a cooling fluid, which extends in the interior of the shaft 
from the handle into the distal electrode (a handle with a fluid port which permits cooling 
fluid to be directed through shaft to cool electrode, column 3, lines 60-63), characterized 
in that the shaft has a distally closed hollow body which is connected to the handle and 
forms the distal electrode (a fluid passageway so that cooling fluid after reaching the 
distal end of the tip section of the catheter can be returned to the source so the fluid 
does not flow into the body but rather recirculates, column 5, lines 15-19), carries the 
insulator as well as the proximal electrode (shaft with electrodes and polymer sections, 
insulator, Fig. 2, #10) and an insulating layer which is arranged in the radial direction 
between the hollow body and the proximal electrode (PTFE, insulating layer, could be 
used to cover the inner surface of the electrode and shaft and not impede heat transfer 
between the cooling fluid and electrode, column 2, lines 4-9); and further characterized 
in that the probe possesses a mechanical strength that permits insertion of the shaft into 
body tissue (ablate cardiac tissue, col. 7, lines 1-15) but fail to disclose a hollow body 
that is electrically conductive; the hollow body shaped to a point at its distal end; and a 
hose in the interior of the fluid passage with a mouth opening in the proximity of the 
closed distal end of the fluid passage, which hose is so arranged and connected that a 
cooling fluid is to be passed through the hose into the proximity of the distal end of the 
fluid passage, there issues from the mouth opening of the hose and can flow back 
between the hose and the wall of the fluid passage to the proximal end of the shaft. 

However, Desinger discloses a front cylinder (10) which forms the distal end of 
the instrument, where the front cylinder terminates at its free end in a point (12), and 
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adjoining the front cylinder is a tubular outer conductor (2) which in its interior 
accommodates an insulating tube through which extends an inner conductor, which is 
electrically and mechanically connected to the front cylinder (col. 1 1 , lines 1 6-29). In 
addition, Desinger discloses a flushing hose (1 1 0) which discharges fluid at its distal 
end, which then in contact with the inside wall of the tube portions flows back through 
the hollow duct to the proximal end and cools the two tube portions (col. 14, lines 38- 
60). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use a hollow body inner conductor as taught by Desinger, since 
Desinger states at column 2 lines 5-15 that such a modification would connect the 
electrodes to an ac voltage source by the inner conductor. 

Regarding claim 2, Maguire et al. disclose the insulating layer arranged both 
between the hollow body and the proximal electrode and also between the hollow body 
and the insulator (PTFE could be used to cover the inner surface of the electrode and 
shaft and not impede heat transfer between the cooling fluid and electrode, column 2, 
lines 4-9). 

Regarding claim 3, Maguire et al. disclose that the insulating layer is formed by 
shrink tube (column 2, lines 4-9). It is well known in the art that shrink tube is 
manufactured from thermoplastic material such as PTFE. 

Regarding claim 4, Maguire et al. disclose that the proximal electrode is formed 
by a metal tube of a diameter which is substantially equal over its length and of 
substantially equal wall thickness (column 6, lines 48-50). 
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Regarding claim 8, Maguire et al. disclose that in the region of the distal 
electrode the hollow body is of an outside diameter which is approximately equal to the 
outside diameter of the proximal electrode or of the insulator (approximately equal distal 
hollow body diameter to the outside diameter of the proximal electrode or the insulator, 
Figs. 1 and 2). 

6. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Maguire 
et al and Desinger as applied to claim 1 above, and further in view of Pantages et al. 
(US 6,529,760). 

Regarding claim 9, Maguire et al. and Desinger disclose the invention set forth 
above but fails to teach the hollow body is of a smaller diameter in the region of the 
insulator and the proximal electrode than in the region of the distal electrode. 

However, Pantages et al. teach conductor (66) has a stepped tubular section 
(70) covered with an insulator (74) which inserts into the conductive ring (60; column 10, 
lines 5-13; and Figure 2). 

It would have been obvious to one of ordinary skill in the hand-held 
electrosurgical art to have modified Maguire et al. and Desinger with a hollow body 
design as taught by Pantages et al. because it would have enabled the distal region to 
be inserted easier into tissue. 

7. Claims 11 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Maguire et al. and Desinger as applied to claiml above, and further in view of 
Crites etal. (3,568,660). 
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Regarding claim 1 1 , Maguire et al. and Desinger disclose the invention set forth 
above but fail to disclose that at its proximal end the shaft is connected to the handle 
and is there partially embedded in sealing material in such a way that the tube forming 
the proximal electrode is completely embedded at its proximal end in the sealing 
material while the proximal end of the hollow body projects from the sealing material. 

However, Crites et al. teach a handle fitted over the cylinder and an electrically 
insulating epoxy applied over the exposed surface of the cylinder and a surface of the 
handle with the proximal ends of the conductors soldered to the conductors (column 5, 
lines 31-46). 

It would have been obvious to one of ordinary skill in the hand-held 
electrosurgical art to have modified Maguire et al. and Desinger with electrically 
insulating epoxy applied over the exposed surface of the cylinder and a surface of the 
handle with the proximal ends of the conductors soldered to the conductors as taught by 
Crites et al. because it would have enabled the proximal electrode to be preferably 
electrically contacted within the sealing material. 

Regarding claim 12, Maguire et al. and Desinger disclose the invention set forth 
above but fail to teach that the proximal electrode is electrically contacted within the 
sealing material. 

However, Crites et al. teach the proximal ends of the conductors are soldered to 
the conductors (column 5, lines 45-46). It would have been obvious to one of ordinary 
skill in the hand-held electrosurgical art to have modified Maguire et al. and Desinger 



Application/Control Number: 10/564,322 Page 8 

Art Unit: 3739 

with proximally soldered ends as taught by Crites et al. because it would have enabled 
the proximal electrode to be electrically contacted within the sealing material. 

Response to Arguments 

8. Applicant's arguments filed 07/27/2009 have been fully considered but they are 
not persuasive. The arguments lie solely on a petition to accept the claim of priority filed 
07/27/2009. The petition has been dismissed on 08/10/2009. 

Conclusion 

9. All claims are drawn to the same invention claimed in the application prior to the 
entry of the submission under 37 CFR 1.114 and could have been finally rejected on the 
grounds and art of record in the next Office action if they had been entered in the 
application prior to entry under 37 CFR 1.114. Accordingly, THIS ACTION IS MADE 
FINAL even though it is a first action after the filing of a request for continued 
examination and the submission under 37 CFR 1.114. See MPEP § 706.07(b). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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